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NON-CONTRACTUAL OBLIGATIONS
IN INTELLECTUAL PROPERTY LAW

The article deals with obligations as the basis for the emergence of civil law relations, in connection
with this, the specificity of non-contractual obligations is revealed. In particular, attention is paid to both
illegal non-contractual obligations, namely torts, i.e. liabilities from causing damage to property, incl.
in case of illegal use of objects of intellectual property rights. The article highlights the jurisprudence
in connection with this the approaches of judges are analyzed in the consideration and resolution of
disputes relating to the violation of exclusive rights to intellectual property. The article also discusses
legitimate non-contractual obligations, for example, competitive obligations, the subject of which is the
creation of the results of intellectual creative activity. Competitive obligations, in turn, are pre-contrac-
tual relations, i.e. precede the conclusion of an agreement, in particular, an appropriate agreement is
concluded with the winner of a tender or auction on the creation of an object of intellectual property
rights or an agreement on the sale of paintings, other objects of art. The article also considers such an
extra-contractual obligation as a public promise of a reward, for example, for the creation of any work of
science, literature, art. Thus, intellectual property law as a sub-branch of civil law closely interacts with
other institutions of civil law.

Key words: non-contractual obligations, obligations from infliction of harm, violation of the exclu-
sive right, competitive obligations, tender, auction, public promise of remuneration.
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3UATKEPAIK MEHLUIK KYKbIFbIHAAFbI
LUAPTTAH TbIC MiHAETTEMEAEp

Makanaaa a3aMaTTbIK-KYKbIKTbIK, KATbIHACTApPAbIH TYbIHAQYbIHbIH Heri3i peTiHaeri MiHAeTTeme
KapacTbIpPbIAAAbl, OCbIFaH GANAAHBICTbI LIAPTTAH ThIC MIHAETTEMEAEPAIH epeKLLEAIri albiAaAbl. ATar
ANTKAHAQ, 3aHCbI3 LIAPTTAH TbIC MIHAETTEMEAEPre Ae, aTan aluTKaHAA AEAMKTTepre, T.6. MyAikke
3USIH KeATipy OOMblHIIA MIHAETTEMEAEP, COHbIH ilWiHAE 3MSTKEPAIK MEHLIIK KYKblFbl 0ObeKTiAepiH
3aHCbI3 MalMAAAaHFaH >KaFAarMAad. Makasapa CcoOT  MpakTMKacblHA epeklle TOKTaAFaH, OCblFaH
6aAQHbICTbl 3USTKEPAIK MEHLLIK 0BbeKTiAepiHe arpbIKlla KyKbIKTapAbl Oy3yFa KaTbICTbl AayAapAbl
Kapay >KeHe LIelyAeri CyAbSIAAPAbIH, TOCIAAEPi TaaAaHaAbl. Makarapaa COHAAM-aK, LWapTTaH TbIC
3aHAbI MIHAETTEMEAED, MbICaAbl, MHI 3USTKEPAIK LUbIFAPMALLbIABIK, KbI3METTIH, HOTMXKEAEPiH >Kacay
GOAbIN TabbIAATbIH KOHKYPCTbIK, MIHAETTEMEAEP KapacTbipblAaAbl. bacekeaecTik MiHAeTTEMeAep, 63
Ke3eriHae, WapTKa AEWiHr KaTblHAcTap, SFHW. LIAPT >KAaCaAFaHFa AeMiH, aTtan alTKaHAQ, 3MATKEPAIK
MEHLLIK KYKbIFbl OObBEKTICIH >Kacay TypaAbl KOHKYPCTbIH HEMece ayKLMOHHbIH >KeHimrasbiMeH
TUICTI WapT HeMece KapTMHAAAPAbI, BHEPAIH 6acka Aa OObEKTIAEepIH caTy TypaAbl LIAPT >KacaAaAbl.
Makanapa coHaam-ak, MyHA@M LWAPTTaH ThIC MiHAETTEME, MbICaAbl, Cblakbl TypaAbl Xapus yaae
peTiHAE KapacCTbIPbIAAAbl. KE3 KEAreH FblAbIM, 8AEOMET, OHEP TYbIHABICHIH >Kacay YLiH. OcbiAanLLa,
3UATKEPAIK MEHLLIK KYKbIFbl a3aMaTTblK, KYKbIKTbIH KOCAAKbI CaAacbl peTiHAe a3amMaTTblK, KYKbIKTbIH,
6acKa MHCTUTYTTapbIMEH TbifFbl3 OaMAaHbICTa GOAAADI.

TyHiH ce3aep: WapTTaH TbIC MIHAETTEMEAEp, 3USH KEeATIPYAEH TYbIHAQMTbIH MIHAETTEMEAEp,
epekLue KYKbIKTbl Y3y, KOHKYPCTbIK, MiIHAETTEMEAEP, KOHKYPC, ayKLMOH, Cbiliakbl TYPaAbl XKapus yaAE.
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BHe,A,OI'OBOprIe obsi3aTeAbCTBa B npase MHTeAAEKTyaAbHOﬁ COOCTBEHHOCTH

B craTbe paccmaTpuBaloTCs 06513aTEALCTBA Kak OCHOBaHMS BO3HUKHOBEHUS FPAsK AAHCKO-TIPABOBbIX
OTHOLLEHWI, B CBSI3U C 3TMM PACKpPbIBAETCs creumduka BHEAOrOBOPHbIX 0093aTeAbCTB. B yacTHOCTH,
YAEASIETCS BHMMaHWE KaK HEerpaBOMEpPHbIM BHEAOrOBOPHbIM 0053aTEALCTBAM, @ MMEHHO AEAWKTbI,
T.e. 00513aTEALCTBA M3 MPUUMHEHUS BPEAA UMYLLECTBY, B T.U. B CAy4Yae HE3aKOHHOTO MCMOAb30BaHMsl
00BbEKTOB MpaBa MHTEAAEKTYaAbHOW CcOBCTBEHHOCTU. B cTaThe ocBelyaetcs cyAebHasi mpakTvka, B
CBSI3M C 3TUM aHAAM3UPYIOTCS MOAXOAbI CYAEr MPU PAaCCMOTPEHMU U pa3peLLeHnK CMOPOB, KaCAIOLMXCS
HapyLUEeHUS] UCKAIOUYMTEAbHbIX MpPaB Ha OObBEKTbl WMHTEAAEKTYaAbHOM COOCTBEHHOCTW. B craTbe
Tak>Ke PacCMaTpMBAIOTCS M MPaBOMEPHblE BHEAOrOBOPHble 00s3aTeAbCTBa, Hanpumep, KOHKYPCHble
00513aTeAbCTBa, NMPEAMETOM KOTOPbIX IBASETCS CO3AAHUE PE3YALTATOB MHTEAAEKTYAaAbHON TBOPYECKOM
AesTeAbHOCTU.  KoHKypcHble 0053aTeAbCTBa, B CBOKO OYeEpeAb, SBASIOTCS MPEAAOrOBOPHbIMM
OTHOLLEHWSIMU, T.€. MPEALLECTBYIOT 3aKAIOUYEHMIO AOFOBOPA, B YaCTHOCTH C MobeAnTEAEM TeHAEPA UAM
ayKUMOHA 3aKAIOYAETCS COOTBETCTBYIOLMIA AOTOBOP O CO3AAHMM OOGbEKTa MpaBa MHTEAAEKTYAAbHOM
COBCTBEHHOCTM WMAM AOFOBOP MPOAAXKM KAPTMH, MHbIX MPEAMETOB MCKycCTBa. B cratbe Takxke
pPaccMaTPMBAETCS TaKOe BHEAOrOBOPHOE 06513aTEALCTBO KaK NMy6AMUHOE 06eLlaHMe BO3HArpaXxAeHme,
Hanpumep, 3a CO3AaHME KaKOro-AMGO MPOU3BEAEHUSI HAyKWM, AMTEPATYpbl, WCKYCCTBA. Takum
006pa3oM, NMpPaBO MHTEAAEKTYaAbHOM COOCTBEHHOCTM KaK MOAOOTPACAb MPAXKAAHCKOrO MpaBa TECHO

B3aMMOAENCTBYET C APYTMMM MHCTUTYTaMM FPXKAQHCKOrO Mpasa.
KAloueBble CAOBa: BHEAOroBOpHble 0653aTeAbCTBa, 00sI3aTEAbCTBA M3 MPUUMHEHUS BpPEAQ,
HapyLEeHMEe MCKAIOYMTEABHOTO MpaBa, KOHKYPCHble 00s13aTEAbCTBA, TEHAEP, ayKUMOH, MyGAMYHOE

obelljaHre BO3Harpa>kAeHMsI.

Introduction

Obligations are the basis of civil turnover.
Through obligations, there is a turnover of goods,
performance of work or rendering of services. In the
theory of civil law, obligations are divided into two
types: contractual and non-contractual obligations.
Contractual obligations arise by virtue of the
agreement of the parties, while non-contractual
obligations are based on other legal facts, namely:
unilateral actions, infliction of harm, salvage of
property, etc.

Legal facts act as the grounds for the emergence,
change or termination of civil legal relations, while
legal relations may often arise by virtue of legal
composition, that is, several legal facts.

As noted by V.V. Dolinskaya, the main
characteristics of legal facts are the following: they
are based on life circumstances; these circumstances
have an external form of expression; it is a legal
category; it is qualified as such by sources of law; its
meaning is due to the consequences that it entails;
legal facts must be recorded and can be certified
(Dolinskaya, Slesarev 2017 : 15).

Quite a lot of research is devoted to contracts in
the field of intellectual property, but the purpose of
the study in this article is to study non-contractual
obligations in relation to intellectual property.

Results and discussion

Let us consider each type of non-contractual
obligations separately in order to understand which
non-contractual obligations may arise in relation to
intellectual property.

Obligations from infliction of harm or as
otherwise they are called tort obligations are
generated as a result of committing lawful and
unlawful actions. Thus, as a result of the emergence
of such obligations comes the obligation to
compensate the damage caused to either property or
non-property benefits and rights. The objects of such
obligations may be life and health or other personal
non-property rights, as well as, of course, property.
The person who caused the harm must compensate
it in kind or in the form of damages.

Article 917 of the Civil Code of the Republic
of Kazakhstan provides for general grounds for
liability for causing harm.

According to paragraph 1 of Article 917 of the
Civil Code of the Republic of Kazakhstan, damage
(property and (or) non-property) caused by illegal
actions (inaction) to property or non-property
benefits and the rights of citizens and legal entities is
subject to compensation by the person who caused
the harm in full. Legislative acts may impose the
obligation to compensate for harm on a person who
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is not the tortfeasor, and also establishes a higher
amount of compensation.

It follows from the content of this article that
harm acts as a general basis for the emergence
of a tort obligation, that is, these are the adverse
consequences that arise as a result of the commission
of unlawful actions (inaction) against the benefits
and rights of citizens and legal entities.

S.A. Stepanov notes that the basic principle
of obligation due to the infliction of harm is to
fully compensate for the harm by the person who
caused it. In the literature, this is called a general
tort, according to which the wrongfulness of the
action and the guilt of the tortfeasor are presumed
(Stepanov, Alekseev 2013: 366).

The subjects of tort liabilities are the tortfeasor
and the victim. The victim can be any subject of civil
rights, regardless of the degree of legal capacity,
age, gender, nationality, citizenship or legal status
(Anisimov 2013 : 403).

The inflictor of harm can be both individuals or
legal entities, and the state represented by its state
bodies and administrative-territorial units.

The institution of obligations as a result of
compensation for harm performs a protective
function, and also ensures the protection of rights
and interests, the violation of which has already
occurred. The content of the obligation reflects its
compensatory (restorative) function (Sadikov 2010:
447).

The next general basis for liability for causing
harm is illegal actions or omissions, that is, such
actions (omissions) are illegal.

Wrongfulness in tort obligations means any
violation of someone else’s subjective absolute
right, resulting in harm, unless otherwise provided
by law (Sadikov 2010 : 451).

Paragraph 2 of Article 917 of the Civil Code
of the Republic of Kazakhstan provides that the
person who caused the harm is exempted from its
compensation if he proves that the harm was caused
through no fault of his, except for the cases provided
for by this Code. That is, the norms of the Civil Code
definitely give reason to believe that a person is
exempt from compensation in the absence of guilt.

It is written in the literature that legally
significant for the emergence of a tort obligation is
the fault of the tortfeasor in any form: intent, gross
or simple negligence. The form of fault does not
affect the amount of compensation. In all cases, the
harm, as a general rule, is compensated in full, so
the amount of liability depends on the amount of
harm, but not on the form of guilt of the tortfeasor
(Sadikov 2010: 454).
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Not everyone agrees with this position.
In particular, as T.T. Shiktybaev, one cannot
categorically reject the meaning of guilt in civil
law, especially in tort relations. We fully share
the position of the legislator, which establishes
the principle of guilty liability of the tortfeasor
(Article 917 of the Civil Code of the Republic of
Kazakhstan). The behavioral aspect of the offender’s
guilt in eliminating harmful consequences has its
own subjective side, since guilt includes, firstly, the
possibility of foreseeing the consequences of one’s
unlawful behavior and, secondly, the consciousness
of the possibility of preventing them (Shiktybaev).
According to the author, the main condition in
determining the person responsible for the harm
(the causer or the victim) that arose as a result of the
action (inaction) of the victim himself should not be
the mental attitude of the latter to his behavior, but
the external manifestations of his mental activity,
which, in relation to guilt or the innocence of the
offender and determine who and to what extent will
bear the burden of property liability in each specific
case (Shiktybaev).

Harm can also be caused by lawful actions. This
was expressed in paragraph 3 of Article 917 of the
Civil Code of the Republic of Kazakhstan, which
states that the harm caused by lawful actions is
subject to compensation in cases provided for by the
Civil Code of the Republic of Kazakhstan and other
legislative acts.

In our opinion, here we are talking about a
subject who acted in good faith.

O.A. Otradnova writes that the person who
caused the harm acted in bad faith, since the
requirements of good faith provide precisely for
refraining from such actions. If the harm has already
been done, the implementation of the principle of
good faith in this case is manifested in preventing
an increase in the amount of harm caused, in the
implementation by the harm-doer of all actions
aimed at minimizing the amount of harm and in
the fastest possible voluntary compensation for the
harm caused. (Otradnova 2009: 380).

An important fact is the presence of a causal
relationship between the illegal action (inaction)
and the resulting harm.

A causal relationship between the wrongful
action (inaction) of the tortfeasor and the resulting
harm exists if: a) the first precedes the second in
time; b) the first gives rise to the second (Sadikov
2010: 452).

Obligations are closely related not only to the
movement of material objects, but also mediate the
circulation of intellectual property objects. Torts
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may arise as a result of harm to the subjective civil
rights and benefits of authors and copyright holders
of intellectual property.

The obligations of causing harm in the field of
intellectual property law include the illegal use of
property exclusive rights, for example, property
copyright, related, patent rights, rights to means of
individualization and other exclusive rights, as well
as violation of the personal non-property rights of
the author, inventor (right of authorship, the right
to a name, the right to the inviolability of the work).

S.A. Sudarikov sees the reasons for violations
of intellectual property rights in the very essence,
that is, in the monopoly of this right. The monopoly
nature of intellectual property rights gives rise to
violations of this right. Legislatively assigned rights
to a particular object to the right holder mean that
the right holder can set any prices for his property.
However, no statutory right can override economic
laws. (Sudarikov 2009: 304-305).

Exclusive rights refer to absolute rights, this
explains the monopoly of the copyright holder. At
the same time, we agree with S.A. Sudarikov in
terms of monopoly, but do not agree on the actions
of economic laws..

In fact, being involved in civil circulation,
objects of intellectual property are already subject
to economic laws. And why are they created? They
are created for the sake of obtaining an economic
effect in the form of profit, or in the form of self-
realization of creative potential. In our opinion,
the reason for the violation of intellectual property
rights lies in their creative intellectual nature. After
all, creativity cannot be reduced to any particular
pattern, the idea and thought are constantly
evolving, taking on different forms and content, and
the copyright holders ultimately do not want to part
with the monopoly of their exclusive right to the
object, and do not want to admit that other authors
and copyright holders are also can create something
unique, even if somewhat similar.

Another reason, in our opinion, is the lack of
a formal approach to securing their intellectual
property rights. [gnorance and ignorance of the legal
protection of intellectual property objects lead to
litigation and endless clarification of the ownership
of exclusive rights.

In turn, Article 49 of the Law of the Republic
of Kazakhstan dated June 10, 1996 No. 6-1 “On
Copyright and Related Rights” (hereinafter referred
to as the Law of the Republic of Kazakhstan)
provides for ways to protect copyright and related
rights, which come down not only to filling
intangible nature, but also material. (https://online.

zakon.kz/Document/?doc_id=51005798#activate
doc=2). Like any other property right, the exclusive
right is subject to monetary value, as well as
the damage caused to the exclusive rights of the
copyright holder, which is subject to compensation,
which allows not only to restore the good name of
the author or copyright holder, but also his property
sphere.

Of course, the infringement of intellectual
property rights must be proven. And only after
establishing the fact of violation, the harm caused is
subject to compensation.

At the same time, in Russian judicial practice,
compensation is one of the most popular ways to
protect exclusive rights (Novoselova 2017: 480).

The maximum amount of compensation in case
of violation of exclusive rights is provided for by the
special legislation of the Republic of Kazakhstan.

Examples from the judicial practice of the
Republic of Kazakhstan are quite diverse.

The Judicial Board of Appeal for Civil and
Administrative Cases of the Astana City Court
considered a civil case on the claim of ROO “IKP”
against JSC “Republican Television and Radio
Corporation” (hereinafter — the Corporation) for the
recovery of compensation in the amount of 2,354,265
tenge, indicating that the defendant used objects of
related rights , by broadcasting phonograms published
for commercial purposes, namely the songs: “C”
performed by A.S. and D.; “E” performed by gr.
“MAPT”; “P” performed by A.Zh.

By virtue of the agreement, the plaintiff was
transferred to collective management the property
rights of the indicated performers and to the
phonograms used on the TV and radio channel.
For violation of the rights of performers, he asks
to recover compensation of 435,975 tenge for each
song, in total 1,307,925 tenge. For violation of the
rights of N.M., as a producer of phonograms, he asks
to recover compensation for each phonogram in the
amount of 20 minimum wages, which is 348,780,
and, accordingly, the amount for three phonograms
is 1,046,340 tenge.

The representative of the defendant did not
recognize the claim, pointing out that the rights of
the performers and the phonogram producer were
not violated. Payment of remuneration for works
used without the consent of the copyright holders,
in accordance with paragraph 1 of Article 39 of the
Law on Administrative Offenses of the Republic of
Kazakhstan, was paid in accordance with the license
agreement PI “A”.

By the decision of the court, the claim was
partially satisfied, compensation in the amount of
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435,975 tenge was recovered from the Corporation
in favor of RPO “Ikp”.

It follows from the materials of the civil case that
between the IE “N.M.” (User) and A.S. (Copyright
Holder) concluded Agreement No. 137 dated July
21, 2010, in accordance with the terms of which
the Copyright Holder transferred exclusive rights
to the User to use the works specified in clause 5
of this Agreement, i.e. albums / compilations in
the following ways: audio recording, ringtones,
broadcast on television, including cable and satellite,
radio, MS, CD, VCD, DVD, VHS, MP3, VP4, use
in the media, as well as the use of photos and videos.

In accordance with clause 1.1.4 of the above
Agreement, the User has the right, including
broadcasting, followed by broadcasting on the
air and cable TV, etc. within the territory of the
Republic of Kazakhstan and beyond its borders.

Clause 5 of the Agreement provides for the works
“B.e.t.”, “E.” performed by the duet “A. men D.”

A similar agreement was concluded by IE
“N.M.” (User) and A.Zh. (Copyright holder) No. 16
dated January 23, 2006, clause 5 of the Agreement
provides for the works “P”, “S.x.” “A.a.”

Also between IP “N.M.” (Licensor) and the
MART trio represented by M.B., S.M., K.Zh.
(Licensee) concluded the License Agreement No.
10 dated 06/01/2007, in accordance with paragraph
2.1. which the Licensor transferred to the Licensee
for a period of time exclusive rights to albums
(phonograms), related (and copyright) rights that
belong to the Licensor, in terms of their reproduction
on media with subsequent sale, as well as by leasing,
broadcasting, with subsequent broadcasting and
cable TV, etc. within the territory of the Republic of
Kazakhstan and beyond its borders.

According to the Appendix to the license
agreement of IP “N.M.” including the work “E.a.”

The right to manage the above property rights of
IP “N.M.” handed over to ROO “IKP” on the basis
of the Agreement dated 01.10.2009.

Acts of fixing the fact of the use of phonograms
published for commercial purposes dated
06/25/2012, dated 07/25/2012 recorded the facts of
the use of the following phonograms: “P” performed
by A. Zh., “S” performed by the duet A.S. and D.,
“E.a” performed by the group “MAPT”.

07/31/2012 for No. 12/15, No. 12/16 N.M.
claims were sent to the defendant to prohibit the use
of works transferred to him by the copyright holders
in accordance with the License Agreements.

The court also established that between PI “A”
and the RPO “Ikp” concluded an agreement No. 1
dated December 6, 2011 with a period of validity

68

from November 1, 2011 to December 31, 2012,
under the terms of which the parties agreed that if the
RPO “ Ikp” will collect remuneration for performers
and / or producers of phonograms, the management
of whose property rights has been duly transferred
to PI “A”, RPA “IPK” undertakes to transfer this
remuneration to PI “A”. In turn, if PI “A” collects
remuneration for performers and / or producers of
phonograms, the management of whose property
rights is duly transferred to RPO “IKP”, PI “A”
undertakes to transfer this remuneration to RPO
“IKP”.

Acting within the framework of the specified
agreement, PI “A” transferred the remuneration
received from the defendant to the plaintiff, which is
confirmed by the submitted payment orders.

Under such circumstances, the panel finds that
the defendant used the objects of related rights in
accordance with the requirements of subparagraph
2) of paragraph 1 of Art. 39, paragraph 2 of Art. 46-1
of the Law, the remuneration was paid to P “A” in
accordance with the terms of the license agreement.

It should also be noted that between RPO
“IKP” and the Corporation a similar license
agreement on the use of phonograms published for
commercial purposes and performances recorded
in these phonograms by radio transmission was not
concluded.

At the same time, the board finds the conclusions
of the court in the motivational part that the ACD
R studio, represented by N.M. is not a producer of
phonograms, is not based on the materials of the
case and the requirements of the law.

In view of the foregoing, the board finds that
the grounds for bringing the defendant to liability
under paragraphs. 6 p. 1 art. 49 of the Law, absent,
the arguments of the defendant’s appeal are
substantiated, the decision is subject to change with
the cancellation of the satisfied part of the claim
with the refusal of the claim in full. With regard to
the recovery of compensation from the Corporation
in the amount of 435,975 tenge, cancel and refuse
the claim of RPO “Tkp” in full (http:sud.kz).

In this example, it is obvious that the board
came to the right conclusion, because the defendant
used the objects of related rights in accordance with
the requirements of the Administrative Code of the
Republic of Kazakhstan and the terms of the license
agreement, that is, he acted lawfully.

The Bostandyk District Court of Almaty
considered a civil case on the claim of N.D. to E.KZ
LLP on copyright protection. At the same time, the
Company violated the copyrights of the artist, and the
Company is obliged to pay an amount of 4,500,000
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(Four million five hundred thousand) tenge as
compensation for the use of the Work. The parties
reached an amicable agreement ((http:sud.kz).

This example illustrates the possibility of
concluding a settlement agreement in cases where
guilt in committing copyright infringement is
proven in court.

Often, personal non-property rights are also
a subject of dispute. Thus, the cassation judicial
board of the North-Kazakhstan Regional Court of
the Republic of Kazakhstan considered a civil case
on the claim of T.S. to NPO EF LLP on copyright
protection by imposing a ban on the use of technology
in the manufacture of medicines, payment of
compensation in the amount of 74,760,000 tenge
and confiscation of counterfeit medicines.

In the appeal, the plaintiff T.S. asks to cancel
the judicial acts in the case and make a new
decision to satisfy the claim. Indicates that the
courts have violated and incorrectly applied the
norms of substantive and procedural law, since
the courts do not consider his works (dissertation,
dissertation abstract and industrial regulations) to
be objects of copyright, that is, paragraph 1 of Art.
971 of the Civil Code and paragraph 1 of Art. 6 of
the Administrative Code, with which he does not
agree, since from the Rules for awarding scientific
degrees not applied by the courts, and the content
of his defended scientific works, the novelty of the
developed technology for the complex processing of
balsam poplar buds, the development of industrial
regulations for the substance “Ef”, tincture “Ef-2”
follows , suppositories “Ef-3”.Anka T1.c. Tanamn-
apbI3BIHBIH HET131 COTTANYIIBIHBIH JUCCEPTAIUSHBI,
aBTOpedepaTThl JKOHE epeKenepAi  aBTOPIBIK
KYKBIKTBI Oy3a OTBIPBIN MaiganaHOaysl, Oipak
“Dd”, “Oh-27, “Od-3"mopi-TopMeKTepiH OHAIPY
TEXHOJIOTHSLIAPBIH KOJIAHYbI ACM IYPBIC TYXKBIPHIM
Kacaspl.

The Board correctly concluded that T.S. is not the
defendant’s use of the dissertation, author’s abstract
and regulations, as such, in violation of copyright,
but the use of technologies for the production of
medicines “Ef”, “Ef-2”, “Ef-3".

We believe that the courts of first instance and
appeal came to the conclusion that the defendant did
not infringe the copyright of T.S. due to the lack of
an object of protection, since the technologies for the
production of medicines are not subject to copyright
regulation, and therefore the courts refused to satisfy
the claim in full.

At the request of the defendant LLP “NPO EF”
dated March 1, 2004, the Committee for Intellectual
Property Rights of the Ministry of Justice of the

Republic of Kazakhstan issued a provisional
patent No. 16150 for the invention “a method for
obtaining biologically active substances from the
balsam poplar buds”, the invention was registered
in the State Register of Inventions of the Republic
of Kazakhstan on June 15, 05 year, the defendant
is the patent owner, the plaintiff is the author of the
invention. The claims are formulated as follows: a
method for obtaining biologically active substances
from balsam poplar buds, including steam treatment
at a steam pressure of 0.1-3 atm and a temperature
of 105-130 degrees Celsius.

According to the letter of the Committee for
Control of Medical and Pharmaceutical Activities of
the Ministry of Health of the Republic of Kazakhstan
dated 21.06.10, the medicines “Ef”, “Ef-2”, “Ef-
3” manufactured by NPO EF LLP were registered
on 10.22.03, in accordance with the current At the
time, the Decree of the President of the Republic
of Kazakhstan No. 2655 dated November 23, 1995
“On Medicines” did not include the coordination
of technological regulations for the production of
medicines within the competence of the Ministry
(vol. 1 case sheet 157).

Following the introduction to the thesis by T.S.
on the topic “Improving the technology of processing
balsam poplar buds and developing medicines based
on them”, defended on November 18, 2005 at the
South Kazakhstan State Academy, the developed
technology for the complex processing of poplar
buds was adopted as the base for the construction of
the production workshop of NPO EF LLP, and on
April 6, 2004, the 1st stage of the enterprise was put
into operation.

All of the above was taken into account by the
courts when making a decision, and the cassation
board considers it proven in the case that the scientific
work of T.S. was based on a preliminary patent for
the invention “a method for obtaining biologically
active substances from balsam poplar buds”, until
the defense of T.S. technological regulations were
developed that were used with his knowledge by
the defendant when filing an application for the said
patent, and that, having a license for production,
NPO EF LLP, in which the plaintiff worked as a
production manager, produced medicines “Ef”, “Ef-
27, “F-3”.

The concluded settlement agreement also
points to the inconsistency and inconsistency of the
plaintiff’s arguments on extending the provisions of
copyright to the Ef-2 tincture and Ef-3 suppositories
to their qualification as objects of patent law.

In addition, as the courts rightly pointed out,
copyright applies to works of science, art and
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literature, but medicines are not, in accordance
with Art. 2 of the Patent Law, this law regulates
property relations, as well as personal non-property
relations related to them, arising in connection with
the creation, legal protection and use of industrial
property objects.

The arguments of the complaint about classifying
his scientific works as objects of copyright protection
only because they are composite works (clause 2,
clause 3, article 972 of the Civil Code) are untenable,
since this does not apply to the merits of the claim,
and, moreover, the plaintiff admits a contradiction,
indicating that he is the author of a scientific work
and, at the same time, a composite (collection).

The Board concludes that the courts reasonably
took into account the chronological sequence and
interconnectedness of the defendant’s activities
in issuing permits and organizing the production
of medicines “Ef’, “Ef-2”, “Ef-3”, in which the
plaintiff T. S., which began in February 2004 with the
approval of industrial regulations in the Committee
of Pharmacy, as well as data on the preparation,
defense, publication of the plaintiff’s scientific
work, begun during his postgraduate studies (2001-
2005). At the same time, in the opinion of the board,
the fact of defending the dissertation of T.S. in
November 2004, since the defense confirmed the
scientific status of this work, which allows it to be
attributed to the object of copyright in accordance
with paragraph 1 of Art. 971 of the Civil Code of the
Republic of Kazakhstan.

Since the organization and the actual production
cycle for the manufacture of medicines “Ef”’, “Ef-
27, “Ef-3” in NPO EF LLP was carried out with
the direct participation of the plaintiff, which is
confirmed by the indication in the Introduction to
the dissertation on the construction of a production
workshop and production products from poplar buds,
— the plaintiff’s arguments that he was not aware
of the activities for the organization of production
at NPO EF LLP, and that the courts unreasonably
applied the statute of limitations do not deserve
attention. At the same time, the board believes that
the production of drugs “Ef”, “Ef-2”, “Ef-3” until
the spring of 2010 does not affect the expiration of
the limitation period, since, according to paragraph
1 of Art. 180 of the Civil Code, the limitation period
begins from the day when the person knew or
should have known about the violation of the right
(http:sud.kz).

Thus, the plaintiff misinterpreted the norms
of the Law of the Republic of Kazakhstan “On
Copyright and Related Rights” and the Patent Law
of the Republic of Kazakhstan, therefore, the courts
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correctly concluded that the plaintiff’s claims were
inconsistent, respectively, there was no talk of any
material compensation.

Often, copyright holders go to court with claims
to ban the import of an intellectual property object,
offer it for sale, sale and other introduction into civil
circulation in the Republic of Kazakhstan before
the expiration of the protection period, thereby
substantiating their claims by the fact that they are
the legal owner of a certain object. Such copyright
holders cannot allow the parallel use of similar
objects by someone else, completely forgetting
that such actions generally lead to a violation of
competition law and negatively affect the firmness
and freedom of civil circulation. And it would
have been so, if not for the adoption in 2012 in the
legislation of the Republic of Kazakhstan of the
norm on the exhaustion of exclusive rights.

One of these entrepreneurs turned out to be
the plaintiff AsPharmaS.A. (France), who filed
a lawsuit against GX LLP to ban the import of a
medicinal product, offer it for sale, sale and other
introduction into civil circulation in the Republic
of Kazakhstan before the expiration of the term of
protection of the invention, protected by a patent,
indicating that AsPharmaS. BUT. is the owner of
the RK patent No. 9196, for the invention “Methods
for the purification of 10-deacetyl-baccatin III and
taxotere, taxotere trihydrate”, issued on June 15,
2000 with priority dated March 22, 1993. The patent
in part of paragraph 10 of the claims is valid until
March 18, 2019.

LLP “GX” received in the Republic of
Kazakhstan the state registration of the drug under
the trade name “Vizdok”. The registration certificate
for the medicinal product was issued. The drug is
also included in the state register of medicines,
medical devices and medical equipment of the
Republic of Kazakhstan from the moment of its
state registration.

The plaintiff believes that the defendant’s
actions create a threat of violation of the plaintiff’s
exclusive right to an invention protected by the
Patent (substance protected by paragraph 10 of
the Patent’s claims). Asks to ban “G X LLP from
importing a medicinal product (any dosage) with the
trade name “Vizdok” in the Republic of Kazakhstan,
offering it for sale, sale, other introduction into civil
circulation in the Republic of Kazakhstan until the
expiration of the term of protection of the invention
protected by paragraph 10 of the formula of the
patent of the Republic of Kazakhstan “Methods
for the purification of 10-deacetyl-baccatin III and
taxotere, taxotere trihydrate” No. 9196.
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By the decision of the Specialized Interdistrict
Economic Court of Almaty dated October 06, the
claims were satisfied.

By the ruling of the Appellate Judicial Board of
the Almaty City Court dated February 12, 2015, the
decision of the court of first instance was canceled
for the adopted new appeal decision.

As established by the court and confirmed by
the case file, AsPharmaS.A. holds the RK Patent No.
9196 for the invention “Methods for the purification
of 10-deacetyl-baccatin III and taxotere, taxotere
trihydrate”, issued on June 15, 2000 with priority
dated March 22, 1993.

Paragraph 6 of Article 12 of the Patent Law of
the Republic of Kazakhstan dated July 16, 1999
determines what is not recognized as a violation
of the exclusive right of the patent owner to import
into the territory of the Republic of Kazakhstan,
use, offer for sale, sale, other introduction into
civil circulation or storage for these purposes of
funds containing protected objects of industrial
property, if they were previously introduced into
civil circulation on the territory of the Republic
of Kazakhstan by the patent holder or another
person with the permission of the patent holder;
paragraph 10 of Art. 6 of the Patent Law, defining
the criterion of patentability; subclause 7) clause
4 of the Rules for state registration, re-registration
and amendments to the registration certificate of
medicines, medical devices and medical equipment,
approved by order of the Minister of Health of the
Republic of Kazakhstan dated November 18, 2009
No. 735, providing for the concept of a generic
(reproduced drug) as a drug that corresponds to the
original drug in terms of the composition of active
substances, dosage form and entered into circulation
after the expiration of the title of protection for the
original drug, or under a license agreement, came
to the rightful conclusion that the plaintiff did not
prove a violation of his exclusive rights to the
drug, as well as the legitimacy of the defendant’s
arguments that the plaintiff’s actions are aimed at
restricting the free circulation of the Vizdok drug,
which competes with a similar drug imported by the
plaintiff, the cassation board considers lawful and
justified (http:sud.kz).

Thus, not always certain actions of competitors
should be qualified as unlawful actions, one should
not forget about the freedom of competition and its
protection.

Of course, in practice, cases of harm to trademark
owners are also common.

The court of the Specialized Interdistrict
Administrative Court of the city of Astana considered

the case of an administrative offense against
CenterPivo-A LLP, in committing an administrative
offense under Article 158 of the Code of the Republic
of Kazakhstan on Administrative Offenses.

Based on the appeal of the director of
SHYMKEN BEER LLP K.A. on the fact of illegal
use of TsentrPivo-A LLP (hereinafter — LLP) of the
trademark “SHYMKEN BEER”, “SHYMKENT
SYRASY” (hereinafter — Trademarks), an
unscheduled check was registered for compliance
with the requirements of the Law of the Republic
of Kazakhstan “On Trademarks, Service Marks and
Place Names origin of goods.

Based on the results of the inspection of the
activities of CenterPivo-A LLP, stockpiled metal
barrels or kegs with beer labeled “Derbes Shymkent
Soft” were found, where in the word “Shymkent”
after the letter “m” the word “kent” was painted
over with a black marker. Below on the label in the
Kazakh language is written “DERBES SHYMKENT
SOFT”, also in Russian “BEER LIGHT DERBES
SHYMKENT SOFT”.

Registration of the appellation of origin
of goods “SHYMKENT BEER SHYMKENT
SYRASY” was carried out for Shymkentpivo LLP
in accordance with the Certificate for the right to use
the appellation of origin (AO) No. 44-1.

According to paragraph 1 of Art. 37 of the Law,
“The owner of the right to use the appellation of
origin of goods has the exclusive right to use it.”
Therefore, Shymkentpivo LLP has the exclusive
right to use the appellation of origin of goods, such
as: Shymkent, Shymkent, Shym and other derivative
indications.

The court does not agree with the conclusion of
the specialist dated 04/02/2016, since the specialist
compared the combined symbol “Derbes Shymkent
Soft” with “SHYMKENT BEER, SHYMKENT
SYRASY” marked with a trademark, but did
not take into account that “SHYMKENT BEER,
SHYMKENT SYRASY” is appellation of origin
of goods, as it is registered in the state register
of appellations of origin of goods No. 44-1 dated
October 6, 2015, in accordance with paragraphs. 11
of Article 1 Law of the Republic of Kazakhstan dated
July 26, 1999 No. 456-1 “On Trademarks, Service
Marks and Appellations of Origin of Goods”, as
well as on the above grounds. Thus, the fact that
TsentrPivo-A LLP committed an administrative
offense in terms of the illegal use of the name of
the place of origin of goods was proven by the case
materials. The court considered it possible to impose
a penalty in the form of a fine with confiscation of
the appellation of origin of goods (http:sud.kz).
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It is obvious that guilt proven by a court decision
in committing an administrative offense in terms of
illegal use of the appellation of origin of goods gives
grounds to file a civil claim for damages caused
to the right holder, as well as to demand material
compensation for violation of the exclusive right to
the appellation of origin of goods.

The cassation judicial board of the court of the
city of Astana considered a civil case on the claim
of [P “Center A-t “OA” T.S.” to the NGO “Creative
Center A-t “OA” on imposing on the defendant the
obligation to stop using the trademark and on the
counterclaim of the NGO “Creative Center A-T
“OA” to IP T.S. and the Committee for Intellectual
Property Rights of the Ministry of Justice of the
Republic of Kazakhstan on invalidating the decision
of the Appeals Board, registering a trademark,
assigning to IP T.S. obligation to return the seal and
copies of documents, recognition of the actions of IP
T.S. an act of unfair competition.

IP T.S. is the owner of the trademark, then
its demands for the termination of the use of the
trademark “OA” or a designation confusingly similar
to it, the exclusion of the use of the trademark “OA”
from all information sources, the exclusion of the
word “OA” from the name of the Public Association
and its re-registration are subject to satisfaction.

Considering that the circumstances of the
case were established correctly, the collegium
considered that the courts had made a mistake
in applying the norms of substantive law, the
collegium considered it possible, without sending
the case for a new trial, to cancel the judicial acts
held in the case regarding the satisfaction of the
counterclaim with the issuance of a new decision
to refuse satisfaction of the claim for recognition
of the trademark registration as invalid. At the
same time, by a resolution, the board ordered the
NGO “Creative Center Al “OA” to stop any use of
the trademark “OA” or a designation confusingly
similar to it, to exclude from all information
sources (mass media, television and radio, Internet,
advertising, etc. .) use of the trademark “OA”,
exclude the words “OA” from the name of the
Public Association and re-register it (http: sud.kz).

Thus, questions are resolved in court if a
trademark is registered and its right holder is
determined. And the right holder has the right to
demand compensation for damages caused by the
unlawful use of a trademark that is confusingly
similar. Compensation as a form of civil liability is
not provided for by the legislation of the Republic of
Kazakhstan in case of violation of exclusive rights
to a trademark.
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In this respect, Kazakh legislation differs from
Russian legislation.

According to paragraph 3 of Article 1252
of the Civil Code of the Russian Federation,
compensation is subject to collection when
the fact of an offense is proven, while the
copyright holder is exempted from proving the
amount of losses caused to him (http:/www.
consultant.ru/document/cons_doc LAW_ 64629/
a68¢2e03d7967da86{f598906972cd025196845¢).

Obviously, compensation for damages and
compensation are not identical concepts.

It should be noted that the nature of compensation
was described in one of the judicial acts by the
Intellectual Property Rights Court of the Russian
Federation: “... is a sanction for a non-contractual
civil offense. Compensation is an independent type
of civil liability, and the rules provided for in relation
to other types of civil liability cannot be applied to it
(Ostanina E.A., Taradanov 2015 : 418).

At the same time, we agree with this position,
and as we see from the above judicial practice,
Kazakh courts hold a similar opinion when making
decisions.

Moreover, as .A. Zenin, the copyright holder
has the right to demand compensation from the
infringer for each case of misuse of an intellectual
property object individually or for the entire offense
as a whole, that is, to sum up several compensations
(Zenin 2012:391).

Kazakhstani judicial practice does not differ
in a different approach. Each fact of infringement
of rights to objects of intellectual property and
compensation for damages are the subject of
separate claims.

When considering disputes in the field of
intellectual property, we see that the courts take
into account the legal nature of objects, since this
specificity is reflected in the use of objects and legal
protection.

The next institution that we will touch upon in
this article are obligations due to unjust enrichment,
which also arise due to illegal actions.

In accordance with paragraph 1 of Art. 953
of the Civil Code of the Republic of Kazakhstan,
a person (purchaser) who, without the grounds
established by law or a transaction, acquired or
saved property (unjustly enriched) at the expense
of another person (victim), is obliged to return to
the latter the unjustly acquired or saved property,
except for the cases provided for in Article 960
of the Civil Code of the Republic of Kazakhstan
(https://online.zakon.kz/Document/?doc_
1d=51013880#activate doc=2).
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O.S. Ioffe wrote that the conditions for the
emergence of this kind of obligation are: firstly, it
is necessary that one person acquire (save) property
at the expense of another, that is, that an increase
or preservation of property in the same amount on
one side should be the result of a corresponding
decrease in it on the other side. In the absence of
this condition, the obligation either does not appear
at all, or does not arise in relations between these
subjects. Secondly, it is necessary that the acquisition
(saving) of property by one person at the expense of
another occurs in the absence of sufficient grounds
for this, provided for by law or a transaction (loffe
2004: 818).

Obligations due to unjust enrichment differ
significantly from obligations due to infliction
of harm. The groundless nature of the acquisition
(saving) of property makes it objectively illegal. But
it does not follow from this that it is caused only
by illegal actions. There are known cases of unjust
acquisition as a result of events, not actions.

It does not matter what caused the obligation to
arise as a result of unjust enrichment, it is significant
that the acquisition of property is groundless, illegal.
The difference from obligations from causing harm
is that harm can be caused by both illegal and lawful
actions. (loffe 2004: 819).

Obligations due to unjust enrichment always
have property as their object, in contrast to
obligations from causing harm, since intangible
benefits can be the subject of harm.

Theacquisition (saving) of property is recognized
as unjustified because either the corresponding basis
was absent from the very beginning, or it disappeared
later (Ioffe 2004: 819).

D.G. Lavrov notes that it is necessary to
distinguish between the objective wrongfulness of
the very fact of unjust enrichment and the nature
of the actions leading to the emergence of the
corresponding obligation. Very often they are lawful
actions committed either by the victim himself, or
by the enriched person, or by third parties (Lavrov,
Sergeev, Tolstoy 2008:780).

It is difficult to disagree with D.G. Lavrov,
obligations due to unjust enrichment are objectively
illegal.

O.N. Sadikov notes that the rules on unjust
enrichment apply regardless of whether the
enrichment was the result of the behavior of the
enriched person, the victim himself, third parties
or happened against their will. The reasons and
motives for unjust enrichment and the presence, or,
conversely, the absence of guilt in the actions of
the parties, have no legal significance. The result is

important: enrichment without a proper legal basis
(Sadikov 2010:491).

At the same time, guilt is taken into account,
this is provided for in paragraph 2 of Art. 955 of the
Civil Code of the Republic of Kazakhstan, according
to which: “The acquirer is liable to the victim for
any, including accidental shortage or deterioration
of unjustly acquired or saved property that occurred
after he learned or should have learned about the
unjustified enrichment. Until that moment, he is liable
only for intent and gross negligence. (https://online.
zakon.kz/Document/?doc_id=51013880#activate
doc=2).

The property constituting the acquirer’s unjust
enrichment must be returned to the victim in kind.
If it is impossible to return in kind the unjustly
received or saved property, the acquirer is obliged
to compensate the victim for the real value of this
property at the time of its acquisition, as well as to
compensate for losses caused by a subsequent change
in the value of the property, if the acquirer did not
reimburse its value immediately after learning about
the unjustified enrichment.

A person who unjustifiably received or saved
property is obliged to return or compensate to the
victim all the income that he has derived or should
have derived from this property from the time
when he learned or should have learned about the
unjustified enrichment.

According to Art. 960 of the Civil Code of the
Republic of Kazakhstan is not subject to return as
unjust enrichment:

1) property transferred in fulfillment of an
obligation before the due date for fulfillment, unless
the obligation provides otherwise;

2) property transferred in fulfillment of an
obligation after the expiration of the limitation
period;

3) amounts of money and other property
provided to a citizen, in the absence of bad faith on
his part, as a means of subsistence (salary, royalties,
compensation for harm to life or health, pension,
alimony, etc.) and used by the acquirer;

4) amounts of money and other property
provided in pursuance of a non-existent obligation,
if the acquirer proves that the person demanding the
return of the property knew about the absence of
the obligation or provided the property for charity
purposes (https://online.zakon.kz/Document/?doc
id=51013880#activate_doc=2).

Obligations due to unjust enrichment may arise
in the area of intellectual property. Therefore, when
such facts are revealed, right holders should not
forget about this and demand not only the return of
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unjust enriched (saved), but also the compensation
of the earned income.

Moreover, if actions not directly aimed at
ensuring the interests of another person, including
in the case when the person who committed them
mistakenly assumed that he was acting in his own
interest, led to unjust enrichment of another person,
the rules of the chapter on obligations due to unjust
enrichment are applied.

Actions in someone else’s interest without an
order also refer to non-contractual obligations,
and, as a rule, they can arise simultaneously with
obligations due to unjust enrichment.

Art. 855 of the Civil Code of the Republic of
Kazakhstan provides that actions without an order,
other indication or previously promised consent of
the person concerned in order to prevent harm to his
person or property, fulfill his obligations or in his
other legitimate interests (actions in someone else’s
interest) must be performed based on obvious benefit
or benefit and actual or probable intentions of the
person concerned, with due diligence and prudence
due to the circumstances of the case (https://online.
zakon.kz/Document/?doc_id=51013880#activate
doc=2).

This norm actually defines the main conditions:
firstly, the actions are performed without an order,
other indication or previously promised consent of
the person concerned, and secondly, the goal is to
prevent harm to the person of the person concerned
or property, the fulfillment of his obligations or in
his other legitimate interests, in thirdly, the actions
proceed from the obvious benefit or benefit and
the actual or probable intentions of the person
concerned; fourthly, the actions are performed with
care and discretion.

Thus, in order to recognize actions as an
obligation in someone else’s interest without a
mandate, they must meet the specified conditions.

Often, the authors note that in real life situations
sometimes arise when some persons voluntarily
perform certain actions in the interests of other
persons, without having any authority from the
latter to commit them. Most often this is done for
moral reasons in order to prevent (reduce) harm
that threatens the property interests of persons who
are temporarily absent or for other reasons cannot
take care of protecting their interests themselves
(Sergeev, Tolstoy 2008:786).

Of course, as a result of such circumstances,
persons perform not only actual, but also legal
actions, and at the same time they have the right
to demand compensation for the losses that they
have suffered in connection with the commission of
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actions in someone else’s interest without an order
and may even receive a reward.

Obligations arising from unilateral transactions
include competitive obligations, namely: a public
promise of remuneration and obligations arising
from tender, auction and other forms of bidding (ie
obligations from unilateral actions).

According to paragraph 2 of Art. 910 of the
Civil Code of the Republic of Kazakhstan in the
tender obligation, its initiator, on the basis of the
subject determined by him and the initial conditions
of the tender, makes an offer to take part in it to an
indefinite or certain circle of persons and undertakes
to pay the established remuneration to the winner of
the tender and (or) conclude an agreement with him
corresponding to the content of the tender obligation
(https://online.zakon.kz/Document/?doc_
1d=51013880#activate_doc=2).

An offer to take part in the competition can be
made by the initiator of the competition directly
or through the intermediary organizer of the
competition.

The rights and obligations of the mediator are
determined by his contract with the tender initiator.

The legal facts that make up the competition are
successive unilateral transactions: announcement
of a competition, submission of works for the
competition, adoption of an evaluation decision,
payment of remuneration or return of the submitted
works. The main legal fact in the development of the
competitive legal relationship is the announcement
of the competition. It is this legal fact that gives
everyone (with a closed competition — for a certain
circle of people) the opportunity to take part in the
competition. The implementation of this opportunity
is accompanied by the performance by the relevant
persons of actions to submit works, other results
they have achieved for the competition (Sergeev,
Tolstoy 2008:801-802).

The competition may be open, when the
invitation of the competition initiator to take part
in the competition is addressed to everyone by an
announcement in the press and other mass media, or
closed, when the offer to take part in the competition
is sent to a certain circle of persons at the choice of
the competition initiator.

An open tender may be conditioned by the
preliminary qualification of its participants, when
the initiator of the tender conducts a preliminary
selection of persons wishing to take part in the
tender.

In accordance with paragraph 1 of Art. 911 of
the Civil Code of the Republic of Kazakhstan, any
person who has publicly announced the payment of
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remuneration in monetary or other form for the best
performance of work or the achievement of other
results must fulfill the obligation to the person who,
in accordance with the terms of the competition, is
recognized as its winner.

Paragraph 2 of Article 911 of the Civil Code of
the Republic of Kazakhstan defines the conditions
that provide for the content of a public promise
of remuneration: conditions that provide for the
essence of the assignment, criteria and procedure
for presenting results, the amount and form of
remuneration, as well as the procedure and timing
for announcing results.

A public promise of a reward, as the very name
of the obligation implies, implies some kind of
reward, and the decision to pay the reward and its
payment itself must be accepted and implemented
within the time frame established by the promise.

As for works that did not receive remuneration,
the person who made a public promise of
remuneration is obliged to return them to their
creators, unless otherwise provided by the terms of
the competition.

If you pay attention to the content of paragraph
4 of Art. 911 of the Civil Code of the Republic of
Kazakhstan, it follows from its content that only
works of science, literature or art, that is, only
objects of copyright, can be the subject of a public
promise of an award.

Public promises of rewards for the creation of
works of science, literature and art are quite common,
but it remains unclear why the Civil Code of the
Republic of Kazakhstan excluded such a possibility
for industrial property objects, even if not all, with
the exception of means of individualization. After
all, as a result of a public promise of an award, an
object of copyright can be created as a kind of image,
for example, such an image becomes a trademark
after state registration.

According to paragraph 4 of Art. 911 of the
Civil Code of the Republic of Kazakhstan, if a
competition is announced for the creation of a work
of science, literature or art, the person who made
the public promise acquires the pre-emptive right to
conclude an agreement with the creator of the work
for its use with the payment of a fee, unless otherwise
established by the public promise of remuneration.

The Civil Code and the Law of the Republic
of Kazakhstan “On Copyright and Related Rights”
recognize the copyright agreement as the only
(except for inheritance) basis for the transfer
of copyright to use a work (Articles 30 and 31
of the Law of the Republic of Kazakhstan “On
Copyright and Related Rights”). Therefore, the

transfer (acquisition) of property rights to use works
directly “by competition” is excluded. An author’s
agreement may be concluded with the winner of the
competition (Basin, Suleimenov 2006: 325). The
initiator of the tender has not only the pre-emptive
right to conclude such an agreement, but is not
obliged to conclude it (Basin, Suleimenov 2006:
325).

As V.T. Smirnov, a public promise of a
reward is a promise of property reward addressed
to an indefinite circle of persons for achieving a
conditioned result. Who will achieve this result
(Smirnov, Sergeev, Tolstoy 2008:799).

The public promise of a reward is a one-way
deal. In fact, the onset of legal consequences depends
on whether the result is achieved or not.

In the legal literature, the following signs of a
public promise of a reward are noted.

The first sign is that this obligation is
characterized by the announcement of the issuance
of a reward for certain actions by a capable person.
The obligation to pay a reward arises on the
condition that the promise of the reward makes it
possible to establish by whom it was promised. The
person who responds to the promise is entitled to
demand a written confirmation of the promise and
bears the risk of the consequences of not presenting
this demand if it turns out that the announcement of
the reward was not actually made by the said person.

The second sign is its urgent nature.

The third sign is his public character. In addition,
if the amount of the reward is not indicated in the
public promise, it is determined by agreement with
the person who promised the reward, and in the
event of a dispute, by the court.

The fourth feature is the absence of a direct
motivational connection between the announcement
made and the performance of the required actions,
which gives rise to the obligation to pay the reward,
regardless of whether the corresponding action was
performed in connection with the announcement or
regardless of it (Ryzhenkov 2013:388-389).

O.S. IToffe wrote that in order for a promise to
be legally binding, it must meet certain criteria,
namely:

a) the promise of a reward must be public, that
is, addressed to an indefinite circle of persons;

b) the promised remuneration must be property,
that is, monetary or otherwise, having a value
expression;

c) a necessary element of the content of the
public promise of the reward is an indication of the
result to be achieved as a condition for receiving the
reward;
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d) the promise of a reward should make it
possible to establish by whom it was promised (loffe
2004:750).

When an author writes a work in response to
an announced competition, he does not make any
transactions in the course of his creative activity,
not to mention that the competition can be held
on already created and even published works,
but the provision of the achieved result to the
one who announced the promise of the award, as
well as agreement (whether explicit or tacit) to
include an assessment of the result achieved prior
to such announcement is, of course, a bargain.
Consequently, along with the achieved result, the
legal structure that generates the obligation includes
at least two unilateral transactions — the promise of a
reward and a response to it expressed in one way or
another (Ioffe 2004:750-751).

A public promise of a reward can be regarded as
a public offer, since the offer of a public promise of a
reward provides for making a deal on the conditions
specified in the offer with anyone who responds,
and we propose to consider the response to a public
promise an acceptance.

Thus, the authors have developed key features
of a public promise of a reward. As wrote O.S.
loffe, an obligation based on a competition obliges
the organizer to pay and authorizes the applicant
to receive a conditional remuneration for the work
submitted by him and recognized as worthy (loffe
2004:752).

Of course, the subject of this obligation may
be the creation of the result of creative activity.
In Kazakhstan, the announcement of a public
promise of an award is not uncommon; periodically,
such contests are announced by the well-known
Paragraph Information System. Moreover, in
our opinion, the object can be not only works of
science, literature and art, but also inventions or
useful models that could be further used in industry,
given the focus of Kazakhstani society and the state
on industrialization, such tasks cannot be solved
without material incentives authors.

Literary works on a given topic can be created
simultaneously and independently of one another by
several authors without any coincidence of artistic
and other merits, excluded by the individuality of
literary creativity. In this regard, it is customary
to distinguish between a public promise of an
award, which is built as a competition and is not a
competition (loffe 2004:751).

The situation is different with competitions for
works of science, literature and art. In these cases, the
organizer has mutual obligations with the winning
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applicants: he is obliged to pay remuneration, but
has the right to use the awarded works, but not in
any way, but only as provided in the competition
announcement. For example, a performance
organization has announced a competition for a stage
work with the right to use it for staging on stage, it
does not have the right to publish the awarded work
as a literary work (loffe 2004:761).

At the same time, it should be remembered that
the use of awarded works must be based on the
rules of intellectual property law, which means that
the right to use the object of copyright in a certain
way must be granted on the basis of an author’s
agreement.

The general rule on the payment of a premium
does not deprive the author of the right to
receive remuneration for the use of his work in
accordance with the norms of copyright law. But
in the conditions of the announced competition,
it may be stipulated that the use of the awarded
work does not belong to a separate payment. In
the latter case, the premium should not be less
than the amount of the author’s fee established
by law, since it is not allowed to reduce the
current remuneration rates for authors in any
way, including through a competition. Otherwise,
the author will be entitled to recover from the
organizer for the use of his work the difference
between the premium received and the rates of
royalties. In order, however, for the competition to
play a stimulating role, the premium, the payment
of which excludes royalties, must be greater than
the amount of the remuneration that would be due
under the norms of copyright law to the author for
the use of his work (Ioffe 2004:761).

In accordance with paragraph 1 of Art. 912 of
the Civil Code of the Republic of Kazakhstan, a
person who has publicly announced the payment
of remuneration has the right to refuse this promise
in the same form, except when the announcement
itself provides for or follows from it that the
refusal is unacceptable or a certain period is given
for performing the action for which the reward is
promised, or to at the time of the announcement of
the refusal, at least one of the responding persons
has already performed the actions specified in the
announcement.

At the same time, it should be remembered that
the cancellation of a public promise of a reward
does not relieve the one who announced the reward
from reimbursement to the person who responded
of the expenses incurred by him in connection with
the commission of the action provided for by the
announcement. The amount of compensation in all
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cases cannot exceed the remuneration specified in
the announcement.

Another type of competitive obligations are
tenders and auctions.

According to paragraph 1 of Art. 915 of the Civil
Code of the Republic of Kazakhstan, when bidding
in the form of a tender, its initiator (organizer)
undertakes, on the basis of the initial conditions
proposed by him, to conclude an agreement (as a
seller, buyer, customer, contractor, lessor, tenant,
etc.) with one of the tender participants who will
offer the best terms of the contract for the tender
initiator.

On the basis of the tender, purchases of state
bodies, companies that are part of state holdings,
companies in the field of subsoil use, as well as
those organizations that, with their internal rules,
have adopted this type of purchase of goods, works
or services, are built.

The purpose of a tender is to obtain goods, works
or services on the basis of the most advantageous
proposals for the customer.

As a rule, an appropriate contract is concluded
with the winner.

Of course, the creation of intellectual property is
also the subject of a tender, for example, the creation
of certain software. Often this is not limited only to
the creation, customers may also require technical
support for the program, which is already drawn up
in a mixed contract: copyright and services. If the
tender initiator refuses to conclude an appropriate
contract with the winner, the tender winner has the
right to recover the losses caused to him.

By means of a tender, contracts are concluded
between the tender initiator and the tender
participant that offered the best terms of the contract
for the tender initiator to create (develop) advertising
slogans and images, works of science, literature and
art, inventions and utility models, topologies of
integrated circuits.

The participants of the tender, within the terms
established by its terms, send their proposals to the
tender initiator or its organizer in writing with all the
documentation stipulated by the tender attached. The
terms of the tender may provide for the submission
of proposals in sealed envelopes and under slogans.

Violation of the deadlines for submitting
proposals entails the exclusion of the person who
missed the deadline from the number of tender
participants, unless the initiator or organizer notifies
this person in writing of admission to participate in
the tender.

The tender may be declared invalid by its
initiator if less than two participants took part in

it or the proposals of the tender participants will
be recognized by its initiator as not satisfying the
conditions of the tender.

Another transaction that entails the emergence,
change or termination of intellectual property
rights is an auction, in which, in accordance with
paragraph 1 of Art. 916 of the Civil Code of the
Republic of Kazakhstan, the seller undertakes to sell
the subject of the auction to the bidder who offers the
highest price for it.3usTKepIiK MEHIIIK KYKBIFBIHBIH
TYbIHJIayblHA, ©3repyiHe HEMEeCe TOKTAThLIYbIHA
OKeN COFaThIH 0Oacka MoOMiJle ayKITHOH OOJIBIT
ta0butager, Oy perre KP AK 916-0a0biHbIH
1-TapmarbiHa ColiKec caTyIllbl ayKIIMOH 3aThIH ©31
YILiH HEFYPIIBIM )KOFapbl 0ara YChIHATHIH ayKIIHOHFA
KaTBICYILIbIFa CaTyFa MiHICTTCHE/II.

The auction can be held on the terms of an
increase (according to the English method of
bidding) or a decrease in the price (Dutch method)
from the price announced by the seller. The terms of
an auction held to reduce prices may provide for a
minimum price at which an item can be sold.

The subject of the auction may be any movable
or immovable property not withdrawn from civil
circulation, including intellectual property objects,
contracts and property rights, including import,
export and other quotas and licenses.

When bidding in the form of an auction in the
field of intellectual property, works of art, paintings,
sculptures, sale of property exclusive rights to
any object of intellectual property rights may be
alienated.

At the same time, there is one feature: the
exclusive right to the result of intellectual creative
activity or means of individualization exists
regardless of the ownership of the material object
in which such a result or means of individualization
is expressed (Article 968 of the Civil Code of
the Republic of Kazakhstan), that is, the author,
losing ownership of the thing in which a painting
or sculpture is expressed does not lose its personal
non-property copyrights to these objects.

There are also a number of features for auctions,
the subject of which is intellectual property: the
right to follow and the right to access.

The right of reproduction is the right of the
author to a share of the proceeds from the public
resale of original works of fine art and original
manuscripts (Sudarikov 2009:130).

In the legislation of the Republic of Kazakhstan,
this provision is reflected in paragraph 2 of Art.
17 of the Law of the Republic of Kazakhstan “On
Copyright and Related Rights”: “In each case of
public (through an auction, fine art gallery, art salon,
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shop, and so on) resale of the original work of fine
art after the first alienation of ownership of such a
work of fine art, the author or his heirs are entitled to
a remuneration from the seller in the amount of five
percent of the resale price (the right to follow). This
right is inalienable during the lifetime of the author
and passes exclusively to the author’s heirs by law or
will for the duration of the copyright. (https://online.
zakon.kz/Document/?doc_id=51005798&sub __
1d=170000&pos=5;-106#pos=5;-106).

We agree with S.A. Sudarikov that the right to
follow has elements of both personal non-property
and exclusive rights. On the one hand, the right to
follow is inalienable, which is characteristic of a
personal non-property right, and the inalienability
of the right is introduced into the legislation to
prevent the forced waiver of the author from his
right. On the other hand, the duration of the right to
follow is equal to the duration of the exclusive right
(Sudarikov 2009:130).

According to paragraph 1 of Art. 17 of the Law
of the Republic of Kazakhstan «On Copyright and
Related Rights» the author of a work of fine art has
the right to demand from the owner of the work
to provide the opportunity to exercise the right to
reproduce his work (the right of access). At the same
time, the owner of the work cannot be required to
deliver the work to the author (https://online.zakon.
kz/Document/?doc_id=51013880#activate_doc=2).

The right of access secures the interests of the
author, but does not make it possible to exercise
dominance over the thing in which the work is
expressed.

And not always, in our opinion, the right of
access can be ensured, here a conflict of interest may
arise between the author and the owner.

Proposals for participation in the auction must
contain information about the subject of the auction,
the place and time of its holding.

Persons wishing to take part in the auction must,
before the start of the auction, unless otherwise
provided by the conditions of its conduct, submit an
application for participation in the auction and pay
the established amount of the guarantee fee.

The auction can take place if at least two
participants (buyers) take part in it.

If none of the participants wished to purchase
the subject of the auction, the original price may be
reduced or the subject of the auction removed from
this auction.

Unless otherwise established by the terms of the
auction, an agreement is concluded with the auction
participant who offered the highest price for the sale
ofthe subject of the auction to him. At the same time,
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you should remember the requirements of special
legislation in the field of intellectual property and
follow them when concluding a contract.

National Company JSC (hereinafter — JSC) filed
a lawsuit against A.N. on recognizing the software
product of the ABU «F» (hereinafter referred to as
the software) as an official work and compelling to
transfer the source data / codes. In support of this
argument, the plaintiff refers to paragraph 2 of Art.
14 of the Law on Administrative Offenses of the
Republic of Kazakhstan, according to which the
property rights to an employee work belong to the
employer.

The applicable law to the subject of the dispute
is paragraph 2 of Art. 14 of the Law as amended on
10.06.1996, according to which the property rights
to use an official work belong to the employer,
if it is provided for in the contract between him
and the author, and not otherwise provided, i.e.
property rights belong to the author, i.e. A.N., but
to the employer, i.e. Joint-stock companies they can
belong if there is a civil-law author’s contract, while
it should be noted — not labor.

In such circumstances, the court considered that
this legal justification was sufficient to leave the
claims of the JSC without satisfaction. The plaintiff
demanded that the software be recognized as a
service work. However, in the opinion of the court,
a work that was created within the limits of the labor
and job duties of an employee can be recognized
as official. At the same time, a specific work can
be recognized as official only if the employment
contract or job description includes a provision that
the employee’s duties include creative work, the
result of which is a certain object of copyright.

The plaintiff did not submit job descriptions for
the period 1997-2001, according to which A.N. the
creation of specific information systems (software
products) was imputed as a labor duty.

The plaintiff has been using this information
system for more than ten years, sees this screensaver
in the program, and has never demanded from the
author A.N. replace it, indicate the owner of the
exclusiverights—JSC, although A.N., as an employee
of the JSC, was in the service of dependence on the
employer. For a long time, AO did not declare its
rights to the service work anywhere.

Certificate of state registration of rights to the
object of copyright No. 822 dated June 19, 2012. it is
confirmed that the author of the software created on
10.09.1998 is A.N., the owner of property rights is
LLP on the basis of an agreement dated 22.05.2012.

Thus, the court came to the conclusion that the
claims of JSC for recognition of the software as
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an employee work, for compulsion to transfer the
source data / codes for the software product, as well
as the password, must be left without satisfaction
(http:sud.kz).

The JSC was unable to prove in court that its
former employee A.N. during the period of work
and on the instructions of the joint-stock company,
he created software for the needs of the joint-stock
company, thereby losing the case, and the joint-
stock company had to conclude an agreement with
the LLP, which A.N. assigned the rights to this
software. Due to the fact that a joint-stock company
is a national company, it is obliged to make
purchases of goods, works and services according
to the rules of procurement, that is, to announce
tenders, competitions, but if the rights are acquired
from developers or intellectual property owners, a
so-called purchase agreement is concluded from
one source. According to paragraphs. 28 art. 2
of the Law of the Republic of Kazakhstan “On
Public Procurement”, goods are also understood as
objects of intellectual property rights. In accordance
with paragraphs. 3 p. 3 art. 30 of the Law of the
Republic of Kazakhstan “On Public Procurement”,
the acquisition of goods, services that are objects
of intellectual property from a person who has

exclusive rights in relation to the purchased goods,
services is one of the grounds for public procurement
from a single source by directly concluding a public
procurement contract. But this is not enough,
since the alienation and granting of rights to
objects of intellectual property must be carried out
according to the rules of special legislation. And
this is confirmed by the provision of paragraphs.
9 st. 4 of the Law of the Republic of Kazakhstan
«On Public Procurement», according to which,
that the implementation of public procurement
is based on the principles of compliance with the
rights to intellectual property objects contained
in the purchased goods (https://online.zakon.kz/
Document/?doc_id=34146377#activate doc=2).

Conclusion

Thus, itis obvious that the basis for the emergence
ofrelations regarding intellectual property can be not
only contracts, but also non-contractual obligations.
At the same time, when applying the legislation
regarding non-contractual obligations, one should
not forget about the requirements of special
regulatory legal acts when regulating relations in the
field of intellectual creative activity.
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